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DETAILED ACTION 

Specification 

35 U.S.C. 1 12, 1 st paragraph, requires the specification to be written in "full, 
clear, concise, and exact terms." The specification appears to be a literal translation 
into English from a foreign document and, as such, is replete with grammatical and 
idiomatic errors is replete with terms which are not clear, concise, and exact. The 
specification should be idiomatically translated into English. 

Claim Objections 

The claims section is objected to because the claims are generally indefinite and 
fail to conform to current U.S. practice. They appear to be a literal translation into 
English from a foreign document and are replete with grammatical and idiomatic errors. 
The claims should be idiomatically translated into English. For purposes of 
examination, the Examiner will review claims that appear to be similar as a group. 

Claims 4-41 are objected to because the claim numbering is improper. A claim 
which depends from a dependent claim should not be separated by any claim which 
does not also depend from said dependent claim. It should be kept in mind that a 
dependent claim may refer to any preceding independent claim. See MPEP § 
608.01 (n). In general, however, applicant's sequence will not be changed. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 and 2-44 (even numbers only) are rejected under 35 U.S.C. 101 
because the claimed invention is directed to non-statutory subject matter. 

As to claims 1 and 2-40 (even numbers only), the claims do not contain 
sufficient physical embodiment to qualify as a machine or manufacture. By way of 
example, incorporation of the "communication terminal" of claim 3 is sufficient physical 
embodiment to overcome this rejection. 

As to claims 42 and 44, the method claims are not tied to another statutory 
class and do not transform underlying subject matter (such as an article or material) to a 
different state or thing. As such, these methods are not patent eligible processes. See 
Diamond v. Diehr, 450 U.S. 175, 184 (1981) and Gottschalk v. Benson, 409 U.S. 63, 71 
(1972). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1-7, 14-15, 18-21, 24-27, and 36-47 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Niwa, US 6,853,977 (previously published as JP 2001-160108). 

As to claims 1-7, 14-15, 18-21, 24-27, and 42-47, Niwa teaches a settlement 
terminal, a payment terminal (mobile terminal), and a settlement center are 
electronically connected. 

When a buyer purchases an item, transactional data is sent for settlement. The 
transactional data is sent from the settlement terminal to the payment terminal; a 
terminal identifier is sent from the payment terminal to the settlement terminal; the 
business identifier, monetary data, terminal identifier and processing identifier are sent 
from the settlement terminal to the settlement center; the business identifier, the 
monetary data, the terminal identifier, the processing identifier and a password are sent 
from the settlement terminal to the settlement center. 

Depending on whether the two sets of data are identical, certification is provided 
by the settlement center. If the data are confirmed to be identical, whether the 
password received and a password registered are identical or not is checked; if 
certification is provided, the settlement process .is executed; and completion of the 
settlement is communicated to the settlement terminal and the payment terminal by the 
settlement center. 

As to claims 36-41, Niwa teaches a settlement terminal, the payment terminal 
(mobile terminal), and the settlement center are connected electronically, and the 
settlement terminal and the payment terminal are electronically connected by an 
infrared wireless transmission line. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8-13, 16-17, and 22-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Niwa in view of Nishimura, JP 2002-007698. 

As to claims 8-11, Niwa does not teach a mobile telephone number (customer 
identification information) is sent from a mobile terminal to a shop terminal. However, 
Nishimura does teach a mobile telephone number (customer identification information) 
is sent from a mobile terminal to a shop terminal and a management device provides 
certification by confirming whether the customer identification information received from 
the shop terminal is stored in the storage. 

It would be obvious to one skilled in the art at the time of the invention to 
combine the settlement system of Niwa with the use of telephone numbers of 
Nishimura. The rationale is that the claimed invention is simply a combination of old 
elements, and in the combination each element performs the same function as it does 
separately, and the results of the combination are predictable (rationale A of the KSR 
decision). 

As to claims 12-13, Niwa teaches that the payment terminal sends terminal 
identifier to the settlement terminal when the inputted password is identical to the 
password stored in the storage. 
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As to claims 16-17 and 22-23, the art and rationale of claims 8-1 1 rejections 

apply. 

Claims 28 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Niwa in view of Miura, JP 2001-249969. 

As to claims 28 and 29, Niwa does not specifically teach confirmation 
messages. However, Miura does teach message asking for confirmation of the 
purchased items are communicated to a mobile terminal of a customer before payment 
process. It would be obvious to one skilled in the art at the time of the invention to 
combine the settlement system of Niwa with the confirmation of Miura. The rationale is 
that the claimed invention is simply a combination of old elements, and in the 
combination each element performs the same function as it does separately, and the 
results of the combination are predictable (rationale A of the KSR decision). 

Claims 30-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Niwa in view of Hishinuma et al., JP 2002-092323. 

As to claims 30-33, Niwa does not specifically teach duplicate payments. 
However, Hishinuma does teach duplicate payment is prevented by setting a payment 
completion flag that shows whether payment is done or not for each of billing 
information. It would be obvious to one skilled in the art at the time of the invention to 
combine the settlement system of Niwa with the duplicate payments of Hishinuma. The 
rationale is that the claimed invention is simply a combination of old elements, and in 



Application/Control Number: 10/660,744 Page 7 

Art Unit: 3694 

the combination each element performs the same function as it does separately, and 
the results of the combination are predictable (rationale A of the KSR decision). 

Claims 34 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Niwa in view of Toyoda, JP 2002-032686. 

As to claims 34 and 35, Niwa does not teach specifically teach item 
descriptions. However, Toyoda does teach an item description is sent from the server 
to the mobile terminal when a reference is made on the purchase specification. It would 
be obvious to one skilled in the art at the time of the invention to combine the settlement 
system of Niwa with the item descriptions of Toyoda. The rationale is that the claimed 
invention is simply a combination of old elements, and in the combination each element 
performs the same function as it does separately, and the results of the combination are 
predictable (rationale A of the KSR decision). 

Examiner's Note 

Examiner has cited sections of the references as applied to the claims above for 
the convenience of the applicant. Although the specified citations are representative of 
the teachings in the art and are applied to the specific limitations within the individual 
claim, other passages and figures may apply as well. Applicant should fully consider 
the references in its entirety as potentially teaching all or part of the claimed invention, 
as well as the context of the passage as taught by the prior art or cited by the Examiner. 
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Separately regarding rejections under 35 U.S.C. 103 relying upon KSR rationale 
A, in order to overcome these rejections the Examiner recommends that the Applicant 
provide evidence that satisfy the following sequential two-pronged test: 

1 ) the result of the combination is more than the simple linear addition of the 
elements included in the claim (i.e. the claim is "more than the sum of its parts"). 

2) the additional benefit resulting from the combination would not be obvious to 
one having ordinary skill in the art at the time of the invention. 

Conclusion 

See attached PTO-892 Notice of References C/'tec/ for a list of all prior art made 
of record which is considered pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leland Marcus whose telephone number is (571)-270- 
1819. The examiner can normally be reached on 8:30 A.M. - 5:00 P.M. ET, M - F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272-6712. The fax number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/LRM/ 

/Mary Cheung/ 

Primary Examiner, Art Unit 3694 



